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DETAILED ACTION 

Claim Objections 

1 . Claim 8 objected to because of the following informalities: In line 1 of claim 8, 
the phrase "collecting search terms includes" should have been written either " 
collecting search terms includes" or "a collecting search term includes". Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-11,13-18 and 20 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Koopersmith (2001/0042002). 

With respect to claim 1 , Koopersmith teaches a method of distributing Internet 
advertisement of users, each associated with a unique identifier, the method 
comprising: 

providing an advertisement(paragraphs [0026] and [0027], lines 1-2) 
Koopersmith's reference teaches providing advertisement information to a targeted 
audience with the choice of prices for the specific product via Internet, which is the 
same as claimed invention; 

associating a web search term with the advertisement, such that user employing 
the term in a search are desired recipients of the advertisement (paragraph [0092] and 
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Fig. 6); Koopersmith's reference teaches that consumer requested to search "two slice 
toaster ovens" and information requested is transmitted via network and consumer 
received product description, suppliers that offer the product, pricing, warranty 
information and product review in response his/her request; 

collecting search terms employed by search user at a search facility (paragraph 
[0123]); Koopersmith's reference teaches that search terms employed by search user, 
are collected based on user's profile at a search facility, such as wedding anniversary of 
consumer, what medication consumer takes and so on, and based on collected terms 
user selects his/her search terms, which is the same as claimed invention. 

in response to a user visiting a publisher web site, determining if the user has 
employed the search term (paragraph [0092] and Fig. 6). Koopersmith's reference 
teaches that in respond to user visiting web site, user has employed search term, which 
is "two slice toaster ovens" and information requested is transmitted via network and the 
search result such as product description, suppliers that offer the product, pricing, 
warranty information and product review displayed, which is the same as claimed 
invention; and 

if the user has employed the search term, then serving the advertisement to the 
user (paragraph [0092] and Fig. 6). Koopersmith's reference teaches that in respond to 
user visiting web site, user has employed search term, which is "two slice toaster ovens" 
and information requested is transmitted via network and the search result such as 
product description, suppliers that offer the product, pricing, warranty information and 
product review displayed, which is the same as claimed invention. 
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With respect to claim 2, Koopersmith teaches all elements of claim 1 . 
Furthermore, Koopersmith teaches a method including storing in a database the search 
terms used by each user in association with the unique identifiers of each user 
(paragraph [0049]-[0086]). Koopersmith's reference teaches that user demographic 
data, which is user's unique identifier and system preference, which is search terms 
stored in separate storage are, with the proper authorization the two half is united, 
which is the same as claimed invention. . 

With respect to claim 3, Koopersmith teaches all elements of claim 1 . 
Furthermore, Koopersmith teaches the method wherein determining if the user has 
employed the search term includes collecting the user unique identifier in response to 
the user visiting the publisher web site, and querying the database for information about 
the search terms employed by the user (paragraph [0089] and [0092]). Koopersmith's 
reference teaches user employ search term, which is "two slice toaster ovens" or golf 
equipment, includes collecting the user unique identifier, which is users demographic 
data in response to the user visiting the published web site and querying the database, 
which is datamart, which is the same as claimed invention. 

With respect to claim 4, Koopersmith teaches all elements to claim 1 . 
Furthermore, Koopersmith teaches the method including providing a plurality of 
advertisements, each having different associated search term (paragraph [0099]). 
Koopersmith's reference teaches a request for any product or service that user desire 
associated with term (e.g. two slice toaster oven associated with first request, pick up 
children, and pizza delivery), which is the same as claimed invention. 
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With the respect to claim 5, Koopersmith teaches all elements of claim 1. 
Furthermore, Koopersmith teaches the method including providing a plurality of different 
database, each containing a plurality of unique identifier, and each database associate 
with a different advertisement (paragraph [0090] and [0091]). Koopersmith's reference 
teaches each of users can edit their own record containing user's demographic profile, 
unique identifier and information relating to product or service that user have previously 
requested, which is the same as claimed invention. 

With respect to claim 6, Koopersmith teaches a method of distributing Internet 
advertisement to users comprising: 

collecting search terms employed by users of a search engine or search provider 
or its distribution partners web site(s) (paragraph [0123]); Koopersmith's reference 
teaches that search terms employed by search user, are collected based on user's 
profile at a search facility, such as wedding anniversary of consumer, what medication 
consumer takes and so on, which is the same as claimed invention. 

based on the collected search terms, assigning each user to a selected 
advertising strategy (paragraph [0025] and [0026]); Koopersmith's reference teaches 
base on collected search terms, user receives a description of requested product and if 
he/she decides to purchase the product or service the system assign each user to 
select preferred product, which is the same as claimed invention. 

in response to a user visiting to a publisher web site, enacting the selected 
advertising strategy (paragraphs [0096] and [0119]). Koopersmith's reference teaches in 
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response to a user visiting to a publisher web site, user received selected advertisement 
only, which is the same as claimed invention. 

With respect to claim 7, Koopersmith teaches all elements of claim 6. 
Furthermore, Koopersmith teaches the method wherein collecting a unique identifier 
associated with each user (paragraphs [0049]-[0085] and [0100], lines 1-3), 
Koopersmith's reference teaches that user demographic data, which is user's unique 
identifier, which is the same as claimed invention. 

With respect to claim 8, Koopersmith teaches all elements of claim 6. 
Furthermore, Koopersmith teaches the method wherein collecting search terms includes 
collecting combinations of multiple search terms (paragraph [0123]); Koopersmith's 
reference teaches that search terms employed by search user, are collected based on 
user's profile at a search facility, such as wedding anniversary of consumer, what 
medication consumer takes and so on, which is a combination of multiple search terms 
and the same as claimed invention. 

With respect to claim 9, Koopersmith teaches all elements of claim 6, including 
the method wherein if the user has employed any of the search terms, associated with 
an advertisement, and if the user has employed any of the search terms, assigning the 
user to an advertising strategy that includes serving the advertisement to the user. 
Furthermore, Koopersmith teaches a method wherein assigning each user to an 
advertising strategy includes comparing a set of search terms associated with 
advertisement (paragraph [0093], lines 1 1-14). Koopersmith's reference teaches 
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comparing product, which is advertisement information in response to requested 
information, which is the same as claimed invention. 

With respect to claim 10, Koopersmith teaches all elements of claim 6. 
Furthermore, Koopersmith teaches the method wherein assigning each user to an 
advertising strategy occurs before the user visits the publisher web site (paragraphs 
[0112] and [0120]). Koopersmith's reference teaches assigning each user to advertising 
strategy by sending advertisement material via e-mail, which is assigning each user to 
an advertising strategy and the same as claimed invention. 

With respect to claim 1 1 , Koopersmith teaches all elements of claim 6. 
Furthermore, Koopersmith teaches a method including providing a plurality of selected 
advertisement, each associated with a selected advertising strategy in which none of 
the selected advertisement are served (paragraphs [0026] and [0027]) Koopersmith's 
reference teaches providing a particular product or service or a range of products and 
services, which is providing a plurality of selected advertisement, which is the same as 
claimed invention. 

With respect to claim 13, Koopersmith teaches all elements of claims 6 and 1 1 . 
Furthermore, Koopersmith teaches the method wherein enacting the advertising 
strategy includes serving no advertisement if the search terms do not relate to one of a 
collection of selected advertisement (paragraph [0097]). Koopersmith's reference 
teaches user is provided with non-responsive information in related to search request, 
which is the same as claimed invention. 
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With respect to claim 14, Koopersmith teaches all elements of claim 6. 
Furthermore, Koopersmith teaches a method wherein assigning each user to an 
advertising strategy includes assigning at least some of the users to a strategy of 
serving no advertisement (paragraph [0027], lines 23-29). Koopersmith's reference 
teaches user, who are not interested in the product or service will not provided with 
unwanted advertising message, which is the same as claimed invention. 

With respect to claim 15, Koopersmith teaches all elements of claim 6. 
Furthermore, Koopersmith teaches the method wherein enacting the selected 
advertising strategy include serving the user an advertisement at a different time than 
providing search results in response to a search request (paragraphs [01 12] and 
[0120]). Koopersmith's reference teaches enacting the selected advertising strategy by 
sending advertisement material via e-mail, which is the same as claimed invention. 

With respect to claim 16, Koopersmith teaches a method of distributing Internet 
advertisement to users comprising: 

collecting search terms employed by users to a searfacility(paragraph [0123]); 
Koopersmith's reference teaches that search terms employed by search user, are 
collected based on user's profile at a search facility, such as wedding anniversary of 
consumer, what medication consumer takes and so on, which is the same as claimed 
invention; 

collecting a unique identifier associated with each user(paragraphs [0049]-[0085] 
and [0100], lines 1-3). Koopersmith's reference teaches that user demographic data, 
which is user's unique identifier, which is the same as claimed invention. 
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storing the search terms and unique identifiers in a database, with each identifier 
associated with the search terms employed by the associated user(paragraph [0049]- 
[0086]). Koopersmith's reference teaches that user demographic data, which is user's 
unique identifier and system preference, which is search terms stored in separate 
storage are, with the proper authorization the two half is united, which is the same as 
claimed invention; 

generating a plurality of selected advertising strategies, each with an associated 
desired search term (paragraphs [0075]-[0083]); Koopersmith's reference teaches 
advertising strategy associated with desired search terms, which is the same as claimed 
invention. 

assigning identifiers associated with one of the desired search terms to an 
associated on of the advertising strategies (paragraph [0118], lines 21-25); 
Koopersmith's reference teaches identifying an advertising information relevant to the 
request or interest of users, which is the same as assigning identifiers associated with 
search term and same as claimed invention; and 

in response to a user visiting a publisher web site, determining the user's unique 
identifier, searching the database to determine an assigned advertising strategy, and 
serving an advertisement to the user based on the strategy(paragraphs [0049]-[0086] 
and [0100], lines 1-3). Koopersmith's reference teaches in response to a user visiting a 
publisher web site, user demographic data, which is user's unique identifier, is used to 
search the database, which is the same as claimed invention. 
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with respect to claim 17, Koopersmith teaches all elements of claim 16. 
Furthermore, Koopersmith teaches a method wherein collecting search terms includes 
collecting combinations of multiple search terms (paragraph [0123]); Koopersmith's 
reference teaches that search terms employed by search user, are collected based on 
user's profile at a search facility, such as wedding anniversary of consumer, what 
medication consumer takes and so on, which is a combination of multiple search terms 
and the same as claimed invention. 

With respect to claim 18, Koopersmith teaches all elements of claim 16. 
Furthermore, Koopersmith teaches the method wherein assigning each user to an 
advertising strategy occurs before the user visits the publisher web site (paragraphs 
[0112] and [0120]). Koopersmith's reference teaches assigning each user to advertising 
strategy by sending advertisement material via e-mail, which is the same as claimed 
invention. 

With respect to claim 20, Koopersmith teaches all elements of claims 16 and 19. 
Furthermore, Koopersmith teaches the method wherein the default advertising strategy 
includes serving an advertisement other than the selected advertisements if the search 
terms do not related to one of a collection of selected advertisements (paragraph 
[01 12]). Koopersmith's reference teaches displaying the default advertising strategy, 
which includes banner advertisement to serve advertisement other than selected 
advertisement, which is the same as claimed invention. 
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Claim Rejections - 35 (JSC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 12 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Koopersmith (2001/0042002) in view of Hurt et al. (7,050,989) 

With the respect to claim 12, Koopersmith teaches all elements of claims 6 and 
1 1 except a method wherein the default advertising strategy includes serving an 
advertisement other than the selected advertisement if the search terms do not relate to 
one of a collection of selected advertisements. Hurt teaches a method wherein the 
default advertising strategy includes serving an advertisement other than the selected 
advertisement if the search terms do not relate to one of a collection of selected 
advertisements (col. 9, lines 45-55 and Fig. 5, 516). Hurt's reference teaches default 
advertising strategy serve a default result receives is selected content is not 
represented in the database. It would have been obvious to one ordinary skill in the art 
to modify Koopersmith's invention with Hurt's teaching reference for the purpose of 
judging the effectiveness of each advertisement. 

With respect to claim 19, Koopersmith teaches all elements of claim 16, except 
providing plurality of selected advertisements, each associated with a selected 
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advertising strategy comprises a comprises a default strategy in which none of the 
selected advertisements are served. 

Hurt teaches a method wherein providing plurality of selected advertisement, 
each associated with selected advertising strategy comprises a default strategy in which 
none of the selected advertisement is served (col. 9, lines 45-55 and Fig. 5, 516). 
Hurt's reference teaches default advertising strategy serve a default result receives is 
selected content is not represented in the database. It would have been obvious to one 
ordinary skill in the art to modify Koopersmith's invention with Hurt's teaching reference 
for the purpose of judging the effectiveness of each advertisement. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S Patent Number 2002/0002552 to Schultz et al. teaches Method and 
Apparatus for a GIS based search Engine utilizing real time advertising. 

U.S. Patent Number 2002/0072970 to Miller et al. Method and apparatus for 
linking consumer product interest with product suppliers. 

U.S Publication Number 2004/024909 to Donovan et al. teaches Method and 
System for Dynamic Textual Ad Distribution via e-mail. 

U.S. Publication Number 2002/0152126 to Lieu et al. teaches Token- Based 
system for providing information to users. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Saba Dagnew whose telephone number is (571 ) 270- 
3271 . The examiner can normally be reached on Monday-Friday, 7:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Khoi Tran can be reached on 571-272-6919. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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